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Attached pjease find a copy of Petition for Retroartive Foreign Filing Licenj;e, Declarat 
Victoria A." Sandberg, postcard with USPTO date stamp, transmittal letter^^d check, all 
which were previously submitted to the U.S. Patent and Trademark p^ce, Ajt^: I^censmg 



and Review, on April 25, 2001. 



Please let us know the status of the Petition 






ing, Raasch & Gebhardi, F.A. 
istomtr Number 2681 3 



Date 



stom*: 



ictoiia A.^ndberg 



By: 

Attorney: Victoria 

Reg. No.: 41.287 

Direct Dial: (612)305-1226 



iryou do not receive all pages please contact us ai (612)303rl220 (ph) or (612)305-1228 (fax): 
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ApplicamCs): 
Serial Ko.: 
Cocfinnstion No.: 

FUed: 
Title: 



IN THE UOTT^ STATES PATEJO: AND TR ADEMAk^ OFFICE 

GrGfup AnUmt 1651 



Marie A. Sheridan et d. 
09/727,739 
.4181 

December 1, 2000 

SOMATOSTATINS AND METHODS 



ExflmiDer 
Docket No,: 



UnknowD 
255.00040101 



Assistant Commissioner for Patents 
Aim: Licensing and Review 
Group 3640 

Wadungtoo, D.C. 20231 

We are transmitting the following documents along widi flns TransmiHal Sheet (which is submitted in triplicaie): 



-'"I 



SmaU entity status is entitled to be asserted in the above-identified application. 

A return post(^. 

A Petition for Extension of Time fbr_ month (_ PB-) and a check in the amount of S_ for Ae required fee. 
An Infoimation Disclosure Statement C_ pgs); 1449 fonns ( _ pgs); and copies of_: documents cited on the 
1449 forms. 

Other: Pettrion for Retroactive F^ j^T^i'm F^^*"P; License (3 oe s.V Declaration of Victoria A. Sandbgrg Under 
3S U S C. 1 84 in Accordance wifli 37 CPJL 63^5faV3^ f3 pgs -V £130 for Petition Fee: Exhibit A > Filing 
Receipt for Provisional AppUcatioD Serial No. 60/J 6it-934 f 1 ng.'^ and Exhibit B ■ Filing Receipt for 
AppUcation Serial No. 09/727.739 r4Dgs1 . 

The fee has been calculated as shown: 



Fee Calculation for Claims Pending After Amendment 




Pending Claims ' 

after 
Amendment (1) 


Claims Paid for 
EarUer(2) 


Number of 
Additional 
Claims (1-2) 


Costper 
Additional 
Claim , 


. Additional Fees 
Required 


Total Claims 








xJ9 = 




Independent 
Claims 








xS40 = 




One or More New Multiple De^dent Claims Presented? If Yes, Add S135 Here 




Total Additional Claim Fees Required 





Please consider this a PETITION FOR EXTENSION OF TIME for a saflicfcnt nomber of months to enter 
these papers and please charge any additional fees or credit overpayment to Deposit Account No. 13-4895. 
Triplicate copies of this sheet are enclosed. 

( CERTIFICATE UNDER 37 C.F.R SL8 : The undersigned hereby certifies that this Transmittal Letter and the 
paper(s), as described hereinabove, are being deposited in the United States Postal Service, as first class mail, in an 
envelope addressed to: Assistant Commissioner for Patents, Attn: Licensing and Review, Group 3640, Washington, 
D.C 20231. onlhis 25th _ day of April . 2001. 



MUETING. RAA SCH A GEBHARDT. P.A. 
Customer Number: 2681 3 



By: A 



Name: Victoria A. Sandberg 
Reg. No.: 41,287 
Direct Dial: 612-305-1226 
Facsimile: 612-305-1228 




(SMALL ENTITY TRANSMITTAL UNDER RULE 1 .8) 




Receipt U hereby flcknowledged for the follovd^c in Un 
Office: ^ 
A^Iicant(«): Maik A. Suridan et aL ' 
aeSlNo.: 09/727,739 • 
^[^firniatiaiiKo.: 4181 
^edl* December 1, 2000 
IRtiKt^SOMATOSTATlNS AJ4D METHODS 
Bbdoied: Petition for Retroactive ForeigaTiI^ 
victoria A. Sendbcig Under 35 US.C: 1 84 in Accoi3&a3affi*37 CF-R. 
§i:25(aX3) (2 pp-K-Jl 30 few Petition Fee; Exhibit A - Filing Receipt for 
Pfeviaional Application Serial No. 60/1 68,934 (i pg.); Exhibit B - Filing Receipt 
for Application Serial No. 09/727,739 (4 p^); and transaiittal document (in 
triplicate). 

Mailed: April 25 . 2001 

DockfcC 255.0004 0101 VAS/kah 
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4/24/2001 



I $ **130.00 



One Hundred Thirty and OO/IOO***^****^ 



MEMO. 



PATB4T AND TRADEMARK OFFICE 
UNITH) STATES DEPARTMENT OF COMMERCE 
COMMISSIONER OF PATENTS AND TRADEMARKS 
WASHINGTON DC 20231 

255.00040101 



_ DOUARS 



MUETING, RAASCH & GEBHAROT, PA. 

COMMISSIONER OF PATENTS AND TRADEMARKS 
PTO:122 




4/24/2001 



Petition Fee 



13203 
130.00 



Marquette Business C 255.00040101 



130.00 



MUETING, RAASCH &QEBHARDT,PJV. . 

COMMISSIONER OF PATENTS AND TRADEMARKS 



PTO:122 



Petition Fee 



\0 1 v^- 



( ]) 



\ 



Marquette Business C 



255.0004010f 



4/24/2001 



13203 
130.00 



130.00 
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CONFIRMATION NO, 4181 
FILING RECEIPT 



•OC000000005701950- 



Date Mailed: 01/24/2001 



Receipt is acknowledged of this nonprovislonal Patent Application. It will be considered (n its orter a^^^ 
will be notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER. 
FILING DATE NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application^ 
Fees transmitted by check or draft are subject to collection. Please verify the accuracy of the data presented 
on this receipt if an error Is noted on this Filing Receipt, please write to the Office of Initial Patent 
Examination's Customer Sen/Ice Center. Please provide a copy of this Filing Receipt with the 
changes noted thereon. If you recehred a "Notice to File Missing Parts" for this application, please 
submit any corrections to this Filing Receipt wHh your reply to the Notice. When the PTO processes 
the reply to the Notice, the PTO will generate another Filing Receipt incorporating the requested 
corrections (If appropriaite). 



Applicant(s) 



Mari< A. Sheridan. Residence Not Provided; 



Continuing Data as Claimed by Applicant 

jHis APPLN CLAIMS BENEFIT OF 60/188.934 12/03/1999 

Foreign Applications 

If Required, Foreign Filing License Granted 01/19^001 

Projected Publication Date: To Be Determined - pending completion of Missing Parts 
Non-Publication Request: No 



Early Publication Request: No 



" SMALL ENTITY " 



%C6 



Title 



Somatostatins and methods 
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Preliminary Class 
435 



Data entry by : GEBRESILASSIE, FREWOINI T am : OIPE Date: 01 /24y2p01 

imiiiiiiiiiiiiiiiMiniiiiiiiiiiiiiiiiiiHiiiin 
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LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 



GI^ANTED 

The applicant has been granted a license under- 35 U.S.C. 184. If the phrase IF REQUIRED. FOREIGN 
FILING LICENSE GRANTED" followed l5y a date appears on this form. Such licenses are issued m an 
aDPllcatlons where the conditions for issuance of a license have been met. regardless of whether or not a 
license may be required as set forth in 37 CRF 5.15. The scope and limitations of this license are set forth in 
37 CFR 5 15(8) unless an earlier license has been Issued under 37 CFR 5.15(b). The license is subjert to 
revocation upon written notification. The date Indicated is the effective date of the license, unless an earlier 
license of similar scope has been granted under 37 CFR 5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or atter the effective date 
thereof unless it is revoked. This license is automatically transfen^d to any related appncations(s) filed under 

36 CFR 1 .53(d). This license Is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as Imposed by any Government contract or the provisions of existing laws relating to espionage and 
the national security or the export of technical data. Licensees should apprise themselves of current 
regulations especially with respect to certain countries, of other agencies, particulariy the Office of Defense 
Trade Controls Department of Stale (with respect to Arms. Munitions and Implements of War (22 CFR 12V 
128)); the Office of Export Administration. Department of Commerce (15 CFR 370.10 Q)); the Office of 
^ Foreign Assets ContrxDi. Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35. U.S.C. 184 has been granted at this time, If the phrase IF REQUIRED. FOREIGN 
FILING LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 

37 CFR 5.12. if a license is desired before the expiration of 6 months from the filing date of the application. If 
e months has lapsed from the filing date of this application and the licensee has not received any indication of 
a secrecy ortier under 35 U.S.C. 181. the licensee may foreign file the application pursuant to 37 CFR 5.15 

■(b). . : ■ ' ^ 

PLEASE NOTE the following infonmation about the Filing Receipt: 

' o The articles such as "a," "an" and "the" iare not included as the first words in the title of an application. 
They are considered to be unnecessary to Ihe understanding of the title. 

• The words "new." Improved." "Improvements in" or "relating to" are hot included as first words in 
, the title of an application'because a patent application, by nature, is a new idea or improvement. 

• Thetitlemaybetnjncaledlf it consists of more than 600 characters (letters and spaces combined). 

• The docket number allows a maximum of 25 characters. 

• If your application was submitted under 37 CFR 1 .10. your filing date should be the "date in" found on 
the Express Mail label. If there Is a discrepancy, you should submit a request for a corrected Filing 
Receipt along with a copy of the Express Mail label showing the "date in." 

• The title is recorded in sentence case. 

Any corrections that may need to be done to your Filing Receipt should be directed to: 



Assistant Commissioner for Patents 
Office of Initial Patent Examination 
Customer Service Cent r 
Washington, DC 20231 



N.- 
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PATENT 
Docket No. 255.0004 0101 



IN T HE UNITED STATES PATENT AND TRADEMARK OFHCE 
ApplicaDt(s): Sheridan etal. ) Group Art Unit: 1651 

Serial No.: 09/727,739 )' Examiner: Unknot 

) 

Filed- December 1,2000 ) Confirmation No.: 4181 

) 

Fon SO MATOSTATINS AND METHODS 

pyriTlON FOR RETROACTIVE FOREIGN FUSING UCTNSE 



Commissioner of Patents and Trademarks 
Attn: Licensing and Review 
Group 3640 
Washington, DC 20231 

Dear Sin 

Petition is hereby made for a retroactive foreign filing license under. 35 U.S.C. § 1 84 and 
37 C.F.R. §5.14. Applicants have also provided herewith the Declaration of Victoria A. 
Sandberg under 37 C.F.R.§5.25(a)(3). 

t * ■ ' ' ' 

t 

The following Canadian patent plication was filed on December 1, 2001 . 



Appltcaitt(s): Mark A. Sheridan 

Jeffrey D. Kittelson 

CraigA.Mooie 
Serial No.: 2.325.169 (Canada) 
FiJed: December, 1 . 2000 

For SOMATOSTATINS AND METHODS 



U.S. Applications concerning the subject matter with respect to which this retroactive 
license is requested are identified as follows: 



Petithn For RetroaOiife Foreign FBing license Page 
AppIicant(s):SHERIDAffetaL 
Serial ffo.: 09/721739 
Filed: December I 2000 

For: SOmTOSTAjmSAND METHODS , . 



ApplicantCs): MaikA. Sberidan Group Ait Unit Not Assigned . , : 

Jef&ey D. Kittelson Examiner Not Assigned / 

Craig A. Moore 

Serial No.: 60/168,934 (United States) 

Filed: December 3, 1999 

For: NOVEL SOMATOSTATINS AND METHODS 7r. 

Foreign Filing License granted December 28, 1999. ^ 



Applicant(s): Mark A. Sheridan Group Ait Unit: 1651 

JeflreyD.Kittelson Examiner Not Assigned 

Craig A. Moore 

Serial No.: 09/727,739 (United States) 

Filed: December 1, 2000 

For: SOMATOSTATINS AND METHODS 

Foreign FiliDg License granted January 19, 2001. 



AppUcants submit that the priority docimieiit (Umted States Pat^ 
60/16S,934 ) was granted a foreign filing license on December 23, 1999, and that any additional 
material included in the Canadian application did not alter the general nature of the invention 
described in the priority document, pursuant to 37 G.F.R. §5.15. Applicants further submit that 
the coxiesjwnding U-S, utiUty appHcation (United States Patent AppHcation Sot 
09/727,739). which is essentially identical to the Canadian sqjplication, was granted a forciga 
filing license on January 19, 2001. 



. Applicants believe that die material disclosed in the Canadian application is within the 
scope of the foreign filing license granted December 28, 1999, in connection with the priority 
document (United States Patent Application Serial No. 06/168,934). Thus, this request for 
Foreip filing License is submitted as a precautionary measure. 



It is submitted that, if and to the extent the (Radian qjplicaticn contains subject matter 

r 

-that is not within the scope of the foreign filing license granted on December 28, 1999, in United 



PetUiim For ROroaeOife Foreign FUbig Ueense 



Pages 



Applicamfs): SHERIDAN et aL 
Serial No.: 09/727,739 
Filed: December 1 2000 

for: SOMATOSTATINS AND METHODS • 

States Patent Application Serial No. 60/168,934, tie Canadian applicati n was filed abroad 
liuongh enor and without deceptive intent. It further submitted that the application does not 
disclose an invention within the scope of 35 U.S.C §181, 



Applicants have included the fee of $130 under 37 CJ.R. Ll7(h). Please charge any 
additional fees or credit any overpayment to Deposit Account No. 1 3-4895. 



The tmdcisiKDed hereby oottfies that this pqwr Is 



being deposited in the United States Postal Sendee, as 
fint dass mtiil, in an envelope addressed to: Assistant 
CommissioDer for Patents, ATTN: Licensing aod 
Review, Group 3640, Washington, D.C. 20231, on this 
2i^Mayoi:AElil^2001. 




CERTIFICATE UNDER 37 CSSl 1.8: 



Respectfully submitted, 
SHERIDAN et al. 
By their Representatives, 
Mueting, Raasch & Gebhardt, P:A. 
P.O. Box 581415 
Minneapolis, MN 55458-1415 
Phone: (612)305-1220 
jPacsimile: (612)305-1228 



Victoria A. Sandberg 



Customer Number 26813 



Date 




Victoria A. Sandberg 
Reg,No.4U87 
Direct Dial (612)305-1226 
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TM THK t JNTTED STATES PATENT AND TRADEMARK omCE 



Applicants): Sheridan ct al. 



) GroupArtUnit: 
) 



1651 



Serial No.: 09/727,739 



Filed: 



December 1,2000 




Unknown 



4181 



For: 



SOMATOSTATINS AND METHODS 



pTCriARATiQN m? vf rrow A a. sandberg ttndkr 35 UAC W 



Comioissioner of Patents and Trademarks 
Attn; Licensing and Review 
Group 3640 
Washington, DC 20231 



Dear Sir 



I, Victoria A. Sandberg, declare and say as follows: 

1 . This Declaration is made in support of the Petition for Retroactive Foreign Filing License 
in the above-cloned matter under 35 U.S.C. §184 and 37 C.F.R. §§5.14 and 5.25 (a)(3). . 
concerning subject matter disclosed in Canadian Patent Apphcation Serial No. CA 2,325,169, 
filed December 1, 2000. 

2. The above-captioned patent application is a nonprovisional U.S. application that claims 
the benefit of U.S. Provisional Application Serial No. 60/168, 934, filed December 3, 1999- 

3. The aboVe^aptioned patent application is identical in all material respects to the 
Canadian Patent Application Serial No. CA 2,325,169, filed December 1 , 2000. 



Declaration Vugel 
AppUcant(s): SHERIDAN etaL 
SerfdNo.: 09/727,739 
F(le± December 2000 

For: SOMATOSTATINS AND METHODS 

4. A foreign filing license was granted in U.S. Provisional Application Serial No. 
60/168,934 on December 28, 1999 (copy attached as Exhibit A). 

5 . A foreign filing license was granted in the above-csqitioned patent application on 
January 19, 2001 (copy attached as Exhibit B). 

6. The subject matter described in Canadian Patent Application CA 2,325,169, was not 
under a secrecy order at the time it was filed (December 1 , 2000), and it is not cunently under a 
secrecy order. 

7. It is my belief tibat any new mat(^ included in the Canadian application does not alter 
the general nature of the invention desdribed iii the priority document, U.S. Provisional 
Application Serial No. 60/168,934, with respect to which a foreign filing license was granted on 
December 28, 1999. 

8. Although I beHerw that the foreign filing Hcense granted in the prio 

encompasses the subject matter described in the Canadian patent application, I submit that upon 
reviewing the file m March 2001 , and noting that a foreign filing license specifically directed to 
the added material was not obtained prior to filing the Canadian applicaiton, this petition for a 
retroactive foreign filiTig license was diligentiy sought as a precautionary measure. 

9. If and to the extent a separate foreign filing license on the added subject matter is 
determined to be necessary, the Canadian patent application was filed tiirough error and without 
deceptive intent due to the short amount of time between Apphcahts' decision to file a patent 
application in Canada and the Paris Convention date. 



Dedara&m 

Applicant(s): SHERIDAN et al. 

Said Na: 09/727,739 

Filed: December}, 2000 

For: SOMATOSTAmS AND METHODS 
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1 0. Pursuant to Applicants' instructions, we opened a file for the Canadian patent application 
on November 30. 2000. just four d^s prior to lie Paris Convention date of December.3, 2000. 
Application drafting \vas not complete until just two days in advance of the Paris Convention 
date. 



GERTMCATE UNDER 37 CJ,R. 1-8: 



Hie understgned hraeby certifies thai this pspcr is 
being dcposiied in ibt United States Postal Service^ as 
fiisl class foail, in an envelope addressed to: Assistant 
Commissioner lot Patents, ATTM: Licensing and 
Keview, Oroup 3640. Washington, D.C. 2023 j. on this 
25& day ofZgriL. 2001/ 



Victoria A. Sandberg 



Respectfully submitted, 
SHERIDAN etal. 
By their Representatives, 
Mueting, Raasch & Gebhardt, P,A. 
P.O. Box 581415 
Minne^oHs, MN 55458-1415 - 
Phone: (612)305-1220 
Facsimile: (612)305-1228 
Customer Number 26813 



Date 



VAS^cah 



STATE OF MiftAtfi^A, 



COUNTYOF 



La. 



By: 




) 

)ss. 
) 



Victoria A, Sandberg . 
Reg. No. 41,287 
Direct Dial (612)305-1226 



. RACHEL GAGLlAROi-GRABAO] 



On this day of 20 ^/ before me peisonally appeared V >(lWx'^ A. St/vtU 

yersonSescii 



^ to me knovvn to be the person descnbed in and vrho executed the foi^going instrument, and he/she executed Ibe^ 

same for the uses and purposes therein set foith. 
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UNITED STATES CK^ aRTMBTT OF COMMERCE 
Patent and Trademark Office 
ASSISTANT SECRETARY AND COMMISSIONER 
OF FATBITS AND TRADEMARKS 
Washington, D.C. 20231 



APPUCATIOM NUMBCrI RUNQ DATE lORPAffTUNlTl nlFEERECD lATTORNEYDOCICgTNOj PHWGSl TCyT a| IND CL 



60/168,934 12/03/99 



$75.00 255.00040160 



ATTN VICTORIA A SANDBERG 
MOETING RAASCH & GEBHARDT PA 
P 0 BOX 581415 
MINNEAPOLIS MN 55458-1415 



In 



d^OD 



hi 2^00 



tit^^t k ncknovrfMlitBiI ftf thlB ProvlBtenal AppUcstton. Thb Provistonal AppDcation wt8 not bo eramlncd for palenubrrty. Be sure lo provlda 

i?Bn«S« FBM^lmS dSSTSr ilrell arTlifiert to collecwon. Please vertfy the rtwracy of the date pnaented on Ihts receipt. S 

l>»sJklMul Aodiealfon FBImi Haceint wUi the fitan&n iHAad tinteon. If rou raceived o 'Notice to Mlftsfng Put* of AppOcBtton I JWmms 

S£Se»n?%B rerfrtoffi^SiS Pwte Iteifce/ the PTO »(iD B«»nrto anrtherranfl Receipt bicoipwe^^the wquestsd eofweUone frf WpwpitaftJ. TTite 
RSStetaSi AiDTSbi vSl awSmSlSSv t«a5ndonad twelvo (uTmonthB after Ita flflits date and will Mt\>B entqect lo rovtval to resioro ft to pendinQ 



ftovtetenal Applfee'lbn win automtttlcafly ^.h^ ^ 

sistus b«Y«nd a dale whkh I* afrer twehra (12) moniha from Its rtli>0 date 



Appricant{s) 



MARK A. SHERIDAN, FARGO, ND; JEFFREY D. KITTXLSON, 
FARGO, ND. 



IF REQUIRED, FOREIGN FILING LICENSE GRANTED 12/28/99 ** SMALL ENTITY ** 
TiTLE \ 
NOVEL SOMATOSTATINS AND METHODS 



Exhibit A 



RECEIVED 

JAN 03 2000 

MUETING AND RaASCH 



DATA ENTRY BY: NHU THUY TRAN , TEAM: 05 DATE: 12/28/99 
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(See reverse for new imnortant information) 



